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Applicant's Response 

In Applicant's Response dated 04/20/2007, Applicant filed a Request for 
Continued Examination, amended Claims 60 and 64-68, added new Claims 69-74, 
cancelled Claims 6 and 7, and argued against all objections and rejections previously 
set forth in the Office Action dated 10/23/2006. 

Based on the amendment to the Specification, the objection to the Specification 
previously set forth is withdrawn. 

Based on the amendment to Claim 1, the objections to the claim previously set 
forth are withdrawn. 

Based on the amendment to Figure 13, the objection to the Drawings previously 
set forth is withdrawn. 

Based on the amendment to Claim 60 and Applicant's Remarks, the rejections 
under 35 U.S.C. 112, first paragraph, previously set forth are withdrawn. 

Based on the amendments to Claims 64-67 and Applicant's Remarks, the prior 
art rejections previously set forth for those claims are withdrawn. 

Note that examiner James H. Blackwell has taken over examination of this 
application from primary examiner Doug Hutton. 



Application/Control Number: 09/802,395 Page 3 

Art Unit: 2176 

Claim Objections 

Claims 73 and 74 are objected to because of the following informalities: 

• The claims recite the phrase "wherein said smart mobile apparatus'" in Line 1 , 
and no "smart mobile apparatus" is previously recited in the claims. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 60, 61, 63 and 68-74 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Logan et aL, U.S. Patent No. 5,732,216. 
Claim 60: 

Logan discloses an apparatus for annotating a document [see Column 1 , Lines 
42-65; see Column 3, Lines 24-41; see Column 6, Line 36 through Column 7, Line 2 
Logan discloses this limitation in that the system allows a user to record an 
annotation/comment for a text document using a mobile computing device], comprising: 

• a mobile apparatus [see Column 1 , Lines 42-65; see Column 3, Lines 24-41 ; see 
Column 6, Line 36 through Column 7, Line 2 — > Logan discloses this limitation in 
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that the system allows a user to record an annotation/comment for a text 
document using a mobile computing device]; 

• data storage coupled to said mobile apparatus [see Figure 1 ; see Column 3, Line 
24 through Column 4, Line 3 — ► Logan discloses this limitation, as clearly 
indicated in the cited figure and text], said data storage configured to store a text 
document and a plurality of audio comments [see Figure 1 ; see Column 3, Line 
24 through Column 4, Line 3 — ► Logan discloses this limitation, as clearly 
indicated in the cited figure and text], each of said stored plurality of audio 
comments annotating said text document and being linked to said text document 
[see Column 1, Lines 50-65; see Column 12, Line 59 through Column 13, Line 
22; see Column 19, Lines 23-43; see Column 41, Line 44 through Column 42, 
Line 27 -> Logan discloses this limitation in that the system stores the text 
document and all annotations/comments associated with the document in a 
hierarchical tree structure having a parent/child relationship. That is, the text 
document is the "parent" and the annotations/comments are the "children."]; 

• a document processing engine coupled to said mobile apparatus [see Figure 1 ; 
see Column 3, Line 24 through Column 4, Line 3 — > Logan discloses this 
limitation, as clearly indicated in the cited figure and text], said document 
processing engine configured to obtain an audio content conversion of said 
stored text document and at least a subset of said stored plurality of audio 
comments for playback as an audio source [see Column 1, Line 41 through 
Column 2, Line 9; see Column 3, Lines 37-41; see Column 4, Lines 26-36; see 
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Column 4, Lines 40-52; see Column 5, Lines 16-31 — > Logan discloses this 
limitation in that the system comprises a processor that is configured to retrieve 
the document, convert it to audio and play the converted document and a subset 
of the associated annotations to the user. The system allows users to limit 
access to their comments. Thus, the system discloses obtaining a "subset of 
the "plurality of audio comments" in that a text document may comprise both 
"public" and "private" annotations/comments. In this case, the "public" 
annotations/comments would be retrieved and played back to the requesting 
user, whereas the "private" annotations/comments would not.]; and 
• an annotator coupled to said mobile apparatus [see Figure 1 ; see Column 3, Line 
24 through Column 4, Line 3 — ► Logan discloses this limitation, as clearly 
indicated in the cited figure and text], said mobile apparatus comprising: 

o an audio playback interface configured to receive at least one command 
for controlling playback of said audio source from a user [see Column 3, 
Lines 24-41; see Column 12, Line 52 through Column 15, Line 63 -> 
Logan discloses this limitation in that the system, while the audio is being 
played to the user, is configured to allow the user to control playback of 
the converted document and the associated annotations/comments]; and 
o an audio input device configured to obtain at least one new audio 

comment from said user at a point in said playback specified by said user 
[see Column 12, Line 52 through Column 13, Line 22; see Column 15, 
Lines 10-46 — ► Logan discloses this limitation in that the system, while the 
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audio is being played to the user, is configured to allow the user to orally 

dictate an annotation/comment], 
said annotator being configured to cause said new audio comment to be saved via said 
data storage as an annotation linked to a location in said text document based on said 
point in said playback specified by said user [see Column 12, Line 52 through Column 
13, Line 22; see Column 15, Lines 10-46; see Column 19, Lines 25-43; see Column 40, 
Line 58 through Column 41, Line 47 — > Logan discloses this limitation in that the system 
is configured to save the user's annotations/comments and associate the user's 
annotations/comments with particular portions of the text document about which the 
annotations/comments are concerned]. 

Claim 61: 

Logan discloses the apparatus of Claim 60, wherein said data storage comprises 
removable media [see Column 6, Lines 58-61 Logan discloses this limitation in that 
the system downloads the text documents onto a disk, which allows portable use of the 
text document]. 

Claim 63: 

Logan discloses the apparatus of Claim 60, wherein said audio source comprises 
a streaming media file [see Column 4, Lines 4-16 — ► Logan discloses this limitation in 
that the system plays downloaded files in a streaming format]. 
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Claim 68: 

Logan discloses the apparatus of Claim 60, wherein each audio comment of said 
plurality of audio comments has a corresponding name of a user providing said audio 
comment [see Column 7, Line 5 through Column 8, Line 60; see Column 19, Lines 23- 
43 — ► Logan discloses this limitation in that the system stores data regarding the users 
making the annotations/comments], and said user identifies one or more commenting 
users whose comments said user wishes to be played back while the user is 
experiencing the audio source [see Column 7, Line 5 through Column 8, Line 60; see 
Column 19, Lines 23-43 — ► Logan discloses this limitation in that the system stores all 
data regarding the annotations/comments and allows the user to select text documents 
for playback based on the data]. 

Claim 69: 

Logan discloses the apparatus of Claim 60, wherein said mobile apparatus is a 
smart mobile apparatus comprising said data storage, document processing engine and 
annotator[see Figure 1; see Column 1, Lines 42-65; see Column 3, Line 24 through 
Column 4, Line 3; see Column 6, Line 36 through Column 7, Line 2 -> Logan discloses 
this limitation in that the system allows a user to record an annotation/comment for a 
text document using a mobile computing device. The mobile computing device 
"comprises" the recited elements in that it is a component of the overall system that 
includes each of the recited elements, as indicated in the above rejection for Claim 1. 
Moreover, Logan expressly states that "numerous other information storage, processing 
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a communications schemes," including a "portable computer," may be used in the 
system.]. 

Claim 70: 

Logan discloses the apparatus of Claim 60, wherein said mobile apparatus is a 
telephone coupled to at least one computing device comprising said data storage, 
document processing engine and annotator [see Figure 1 ; see Column 1 , Lines 42-65; 
see Column 3, Line 24 through Column 4, Line 3; see Column 6, Line 36 through 
Column 7, Line 2 — ► Logan discloses this limitation in that the system allows a user to 
record an annotation/comment for a text document using a mobile computing device. 
The mobile computing device is the equivalent of the recited "telephone" Moreover, 
Logan expressly states that "numerous other information storage, processing a 
communications schemes" may be used in the system.]. 

Claim 71: 

Logan discloses the apparatus of Claim 60, wherein said mobile apparatus is 
coupled to at least one computing device comprising some or all of said data storage, 
document processing engine and annotator [see Figure 1 ; see Column 1 , Lines 42-65; 
see Column 3, Line 24 through Column 4, Line 3; see Column 6, Line 36 through 
Column 7, Line 2 — ► Logan discloses this limitation, as clearly indicated in the cited 
figure and text]. 
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Claim 72: 

Logan discloses the apparatus of Claim 60, wherein said mobile apparatus 
comprises one or more of said data storage, document processing engine and 
annotator[see Figure 1; see Column 1, Lines 42-65; see Column 3, Line 24 through 
Column 4, Line 3; see Column 6, Line 36 through Column 7, Line 2 -> Logan discloses 
this limitation, as clearly indicated in the cited figure and text]. 

Claim 73: 

Logan discloses the apparatus of Claim 72, wherein said smart mobile apparatus 
is a smart telephone [see Figure 1; see Column 1, Lines 42-65; see Column 3, Line 24 
through Column 4, Line 3; see Column 6, Line 36 through Column 7, Line 2 — ► Logan 
discloses this limitation in that the system allows a user to record an 
annotation/comment for a text document using a mobile computing device. The mobile 
computing device is the equivalent of the recited "smart telephone" Moreover, Logan 
expressly states that "numerous other information storage, processing a 
communications schemes" may be used in the system.]. 

Claim 74: 

Logan discloses the apparatus of Claim 72, wherein said smart mobile apparatus 
is coupled to a computing device, and wherein said computing device comprising one or 
more of said data storage, document processing engine and annotator[see Figure 1; 
see Column 1, Lines 42-65; see Column 3, Line 24 through Column 4, Line 3; see 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 62 is rejected under 35 U.S.C. 103(a) as being unpatentable over Logan, 
in view of Merrill et al., U.S. Patent No. 6,181 ,351 . 
Claim 62: 

As indicated in the above rejection, Logan discloses every element of Claim 61 

Logan fails to expressly disclose a removable memory comprising flash memory. 

Merrill teaches an annotator[see Column 7, Lines 12-15 - Merrill discloses this 
limitation in that the system is used to annotate a speech sound data stream] having 
removable memory that comprises flash memory [see Column 5, Lines 32-37 - Merrill 
discloses this limitation in that the system comprises many different types of computer 
memory, including flash memory], for the purposes of recording, storing and editing 
audio files [see Column 9, Lines 20-51]. 
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Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the apparatus, disclosed in Logan, to include 
a removable memory comprising flash memory, for the purpose of recording, storing 
and editing audio files, as taught by Merrill. 

Allowable Subject Matter 

Claims 64-67 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 

matter: 
Claim 64: 

The prior art fails to disclose or suggest an apparatus comprising all of the 
recited limitations. 

Claims 65-67: 

These claims are dependent upon Claim 64 and thus include allowable subject 

matter. 
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Response to Arguments 

Applicant's arguments filed 04/20/2007 have been fully considered but they are 
not persuasive. 

Rejection of Claims Under 35 U.S.C. § 102(b): 

Applicant argues that Logan limits user-initiated comments or annotations to the 
program segment that is being listened to by the user. That is, Applicant argues, Logan 
fails to teach converting a text document to audio, allowing a listener to audibly 
comment upon or annotate the text document during the audio playback of the text 
document, and saving the audio comment or annotation as a link to the commented 
upon/annotated portion of the text document. In the examiner's opinion, Applicant 
appears to argue that Logan allows the user to comment upon/annotate the program 
segment, wherein the program segment is an audio file rather than a text file. See 
Response - Pages 19-20, spanning paragraph. 

The examiner disagrees. 

The system in Logan includes "textual" program segments (see Figure 1, 
Element # 133; see Column 4, Lines 40-52). The system in Logan converts the text to 
audio and plays it for the user (see Column 3, Lines 24-41). The system in Logan 
allows the user to submit comments for the "converted" text program segment and 
saves the comments, the program segment commented upon and the position within 
that program segment when the comment was generated (see Column 1, Lines 53-59). 
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Thus, Logan does not limit user-initiated comments or annotations to the 
program segment that is being listened to by the user, but rather allows users to audibly 
comment upon or annotate text documents during audio playback of the text 
documents, and saving the audio comments or annotations as links to the commented 
upon/annotated portions of the text documents. 



Conclusion 

All claims are drawn to the same invention claimed in the application prior to the 
entry of the submission under 37 CFR 1.114 and could have been finally rejected on the 
grounds and art of record in the next Office action if they had been entered in the 
application prior to entry under 37 CFR 1.114. Accordingly, THIS ACTION IS MADE 
FINAL even though it is a first action after the filing of a request for continued 
examination and the submission under 37 CFR 1.114. See MPEP § 706.07(b). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James H. Blackwell whose telephone number is 571- 
272-4089. The examiner can normally be reached on 8-5 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William D. Hutton can be reached on 571-272-4137. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

James H. Blackwell 
07/06/2007 




